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REMARKS 

As will be seen from the discussion below, there are (a) omissions of elements 
[STRAS^ssential for a prima facie case in the Examiner's rejections of Claims 3 and 5, and (b) 
clear error of fact in the rejection of the pending claims under 35 U.S.C. § 101. 




Issue 1 - Claims 3 and 5 rejected without explanation 

The Office Action of December 2, 2005 rejected Claims 3 and 5 under 35 U.S.C. 
§ 103(a) without providing any reason as to why the cited art allegedly discloses, teaches, 
or suggests Claims 3 and 5. Thus, in response to the Applicants' Amendment and 
Response received September 19, 2005, no arguments have been presented on the record 
to justify or explain why Claims 3 and 5 have been rejected under 35 U.S.C. § 103(a). 
Consequently, a prima facie rejection of Claims 3 and 5 under 35 U.S.C. § 103(a) has not 
been made. 



Issue 2 - Claim format previously acknowledged to be useful has been 
rejected for not being useful under 35 U.S.C. $ 101 

Claims 1 and 3-10 were rejected under 35 U.S.C. § 101 because allegedly they do 

not set forth a useful result. The Office Action states: 

because claim 1 does not necessarily require the instructions to be 
executed, the claim is not taken to positively set forth a useful result. 
Mere sending, receiving and/or storing of these instructions does not 
accomplish a useful result. In this case, execution of the claimed 
instructions would however set forth a useful, concrete and tangible result. 

The statement that "mere sending, receiving, and/or storing of these instructions 
does not accomplish a useful result" is a clear error of fact. 

It is a fact that obtaining the claimed instructions is a prerequisite of executing the 
claimed instructions, which is acknowledged to be useful. A computing device cannot 
execute instructions that it does not possess. Thus, in order to execute instructions, an 
entity must first obtain the instructions. Logic dictates that it must be useful to perform 
an operation that is a prerequisite to achieving a useful result . 

An entity may obtain instructions by receiving the instructions from another entity 
that is sending the instructions. By a first entity sending the claimed instructions to a 
second entity, the first entity is enabling the second entity to subsequently execute the 
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claimed instructions. In this way, sending and receiving the claimed instructions are 
useful because these acts enable an entity to execute the claimed instructions, which is 
acknowledged to be useful. 

Moreover, the claim format currently recited in Claims 1 and 3-10 has already 
been acknowledged to be useful by the Patent Office . For example, U.S. Patent No. 
7,024,656 recites the same claim format as used by Claims 1 and 3-10 in the pending 
application. Further, numerous patent applications have been allowed that also recite the 
same claim format as used by Claims 1 and 3-10, such as U.S. Patent Application Nos.: 
09/872,986, 10/124,908, and 10/724,834. 

For at least the above reasons, Applicants respectfully request that (a) Claims 3 
and 5 either be allowed or a prima facie rejection explaining why Claims 3 and 5 are not 
allowable be provided, and (b) Claims 1 and 3-10 be acknowledged to be useful in 
accordance with 35 U.S.C. § 101. 
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